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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to comnnuniGation(s) filed on 05 August 2005 , 
2a)\3 Tiiis action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 71-106 is/are pending in the application. 

4a) Of the above claim(s) 102-105 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) K Claim(s) 71-101 and 106 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C- § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)n Some * c)^ None of: 

1 D Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claims 71-87, 89-90, and 92-106, now renumbered as claims 71-104 (88 and 91 were 
skipped in the original numbering), and new claims 105-106, are pending in this appUcation 
which was originally filed under 35 USC 371 as a national stage application of 
PCT/EPOO/00469, filed January 22, 2000. 

Applicants' claims are drawn to: 

a) sulfonylurea herbicides, trimethylsulfonium salts (IVf*' = SMea), claims 87-100; 

b) formulations comprising trimethylsulfonium sulfonylurea salts, claims 71-86, 101, 106; 

c) formulations comprising phosphonium or sulfonium sulfonylurea salts, claims 102-105. 
Again, applicants have elected the invention of sulfonylurea compounds (formula la) and 

compositions. Applicants further elected, with traverse, the species comprising the sulfonylurea 
herbicide iodosulfiiron-methyl SMea (page 28, Table 4, compound 1). The election of species 
has been expanded to include trialkylsulfonium salts, in addition to the trimethylsulfonium salt. 

Note that in claims 88 and 89, the preamble should be amended to read "The compound 
according to ... " rather than "the formulation . . . ". 

Claims 102-105 have been held withdrawn fi-om fiirther consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply filed 
on April 14, 2003. 

Again, upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141 . If claims are added after 
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the election, applicant must indicate which are readable upon the elected species. MPEP 
809.02(a). 

Comparative data has been presented in Table 1 on p. 37 of the specification (note that 
there is another Table 1 on page 25), but it cannot be determined whether the elected compound 
is any of the tested herbicides (identified as compounds 4.2, 3.6, or 4.14; presumably referring to 
some of the compounds in Tables 3 and 4, pages 26 and 28). From the asterisks and notes on p. 
37, it can be inferred that 4.2 is iodosulfuron- and that 3.6 is foramsulfuron; however, the cations 
in these sulfonylurea salts remains unclear. 

Again, the comparative data in the previously presented declaration shows that the 
elected species (trimethylsulfonium salt of iodosulfuron-methyl) forms an emulsifiable 
concentrate (EC), whereas iodosulfuron itself, or the sodium salt thereof, does not. Claims 
drawn to the elected species, and emulsifiable concentrates thereof, would be found allowable 
over the prior art of record in view of the declaration data. 

The rejection under 35 USC 102 is withdrawn. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 71-101 and 106 are again rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hacker et al (PCT WO 96/41537) in view of Gesing et al (US 6,451,737) and Mayer et al 
(US 6,413,911). 
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Hacker et al, again, teach that, among other known sulfonylurea herbicides, iodosulfuron- 
methyl was a known herbicidal agent (abstract, = Ci alkyl; page 5, lines 22-33), and that 
agriculturally acceptable saUs (e.g., Na, K, ammonium) were known to be herbicidally useful as 
well (page 6, lines 1-7). Trimethyl (or trialkyl) sulfonium salts are not disclosed. 

Gesing et al and Mayer et al, again, teach that, in addition to sodium, potassium, 
ammonium, and other conventional salts, the trimethylsulfonium salts of sulfonylurea herbicides 
were known in the art (Gesing et al, claim 1 \ Mayer et al, col 8, lines 16-41). 

Mayer et al, again, fiirther teach the combination of sulfonylurea herbicide salts, 
preferably trialkylsulfonium salts, in herbicidal compositions which may further comprise 
conventional agrochemical formulation additives such as wetting agents, dispersants, or 
emulsifiers (columns 8-9). The trimethylsulfonium salts are disclosed in the limited term "tri- 
(Ci-C4)-alkylsulfonium salts" (col 8, line 41). 

The sulfonylurea compounds of Gesing differ from iodosulfuron in the substituents on 
the phenyl ring, while the sulfonylurea herbicides of Mayer et al differ in the 4,6-substituents on 
the triazine ring, and have non-fluorine halogen substituents on the phenyl ring.) Mayer et al 
also teaches the methods of making salts of sulfonylurea herbicides, and also teaches that the 
trialkylsulfonium salts are preferable (col 8, lines 39-40). 

Again, one of ordinary skill in the art would be motivated to combine these references 
because they teach that salts of sulfonylurea herbicides retain herbicidal utility, and that 
variations in these peripheral substituents result in improved herbicidal activity and crop safety 
(Gesing et al, column 1). 
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Thus it would have been prima facie obvious to one of ordinary skill in the art at the time 
the invention was made to have made the trimethylsulfonium or other trialkylsulfonium salt of 
sulfonylurea herbicides because this herbicide was known in the art and because the trialkylsul- 
fonium salts, Uke the more common examples of sodium, potassium, and ammonium salts, were 
known in the art. Further, Mayer et al teaches that the trialkylsulfonium salts are preferable. 

Applicants' data discussed above demonstrates unexpected results for the elected species 
in comparing the trimethylsulfonium salt of iodosulfuron with iodosulfuron itself, and its sodium 
salt, for forming EC formulations; thus claims drawn to this species will be allowable. Claim 
101 is drawn to the elected species; however, it is not specifically drawn to an emulsifiable 
concentrate as tested in the declaration; the cation has been corrected. 

Again, objective evidence of nonobviousness must be commensurate in scope with the 
scope of the claims. A showing limited to a single species cannot be considered probative of the 
invention's nonobviousness in view of the breadth of the claims. It would be helpful if the data 
presented in the specification could be presented in a declaration which would more clearly 
identify the tested compounds. Again, however, the data must be commensurate in scope with 
the scope of the claims which are quite broad with respect to the possible substituents on the 
sulfonylurea core. Further, data for species other than the trimethylsulfonium salts would be 
required for species beyond the elected species to be found allowable. 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications fi"om the 
examiner should be directed to S. Mark Clardy whose telephone number is 571-272-0611. The 
examiner can normally be reached on 7:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan can be reached on 571-272-0629. The fax phone number 
for the organization where this apphcation or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for impublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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